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Applicant's election of 10/24/06 is noted. Applicant has elected to prosecute 
claims 1-5,9-13,17,19-23,27-31,35,37,39, and 41. Accordingly, claims 6-8,14-16,18,24- 
26,32-34,36,38,40 and 42 are withdrawn as being directed to a non-elected invention. 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 4,12,22,30,41, are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

For claims 4,22, the examiner is not clear as to what the scope of the term 
"determination means" is. Applicant has claimed the calculation means as comprising 
determination means but it is not clear as to what corresponding structure form the 
specification is covered by this language. The examiner feels that in this case claiming 
a means as having another means renders the claim indefinite because the scope of 
the two means limitations are not clear. 

For claims 12,30, it is not clear as to under what conditions the estimate 
information with new product information is transmitted. The claim recites that this is 
done on the basis of the determination step but it is not recited what the basis is. If the 
determination step results in the finding that the estimate is "not more than a 
predetermined value", what happens next? Is the estimate sent out? The examiner is 
not clear as to whether or not the estimate is even being sent out because it seems to 
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depend on the result of the determination step. There is also no antecedent basis for 
"the determination step" as none appears to have been previously claimed. 

For claim 41, it is not clear if this claim is directed to a computer readable 
memory or if the claim is directed to a method. The body of the claim is only reciting 
method steps which indicate that the claim is a method. This contradicts the preamble 
that seems to imply that the claim is directed to a computer readable memory storing a 
program. It is not clear as to what statutory class of invention this claim falls into. The 
scope of the claim is indefinite. It is also not really clear as to whether or not there is 
even a notification being sent. What if the estimate is less that some predetermined 
value? Does that mean that the notification step does not occur? If that is true then is 
the scope of the claim only requiring the calculation step and nothing more? Or is the 
scope of the claim such that the notification will only contain information about a new 
product, with no estimate because the estimate is less than the predetermined value? 
The scope of this claim is not clear. 
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3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-5,19-23,35,37,41, are rejected under 35 U.S.C. 102e as being 
anticipated by Li (6609050) 

For claims 1 ,19,35, Li discloses a system as claimed. Li discloses a system that 
allows a user to transmit fault information as claimed. Le discloses a terminal 80, server 
10, and network 21 . The first transmission means is interpreted to be the 
hardware/software of terminal 80 that allows data transmission to occur. The 2 nd 
transmission means is the hardware/software of the server 10 that allows data 
transmission to occur from the server to the user terminal. See column 8, lines 21-23 
for the disclosure of the calculation means. With respect to the claim language that is 
reciting the kind of data that is intended to be transmitted, this is directed to the intended 
use of the system and is not taken to be a recitation that is further reciting any structure 
to the system claim. 

For claims 2,20, the calculation means is disclosed as determining a repair 
estimate as claimed. This takes into account any possible warranty that may be valid at 
the time. If the warranty covers the repair, then there is no cost to the customer, and if 
the warranty is no longer valid, a monetary repair estimate is calculated. 



Application/Control Number: 09/921 ,569 Page 5 

Art Unit: 3629 

For claims 3,5,21,23, these claims are directed to the content of the estimate and 
are considered to be non-functional descriptive material. The estimate is not a 
structural part of the recited system so any recitations directed to what the estimate 
contains are not reciting any further structure to the system. However, Li does teach 
that calculation of how long a particular repair will be made and this appears to satisfy 
what has been claimed for claim 3, if the limitation were to be given patentable weight. 
Because the estimate is something that the system creates and is not part of the 
system, these recitations are not patentably distinguishing features. 

For claims 4,22, as best understood by the examiner, Li discloses what is 
claimed. The 2 nd paragraph of the claim is directed to a method of use (method step) 
and is not reciting any further structure to the system. 

For claim 37, Li discloses calculations means as was previously addressed. The 
notification means is interpreted to be the hardware/software that allows for the 
transmission of information from the server to the terminal. The recitation of what the 
notification contains (what it says), is not a part of the apparatus and is directed to the 
intended use of the system. The notification itself is not part of the apparatus, so 
recitations directed to what the notification contains are not reciting any further structure 
to the apparatus itself. 

For claim 41, as the claims is best understood by the examiner, Li discloses the 
calculation of an estimate. Li then inherently is sending information about a new 
product. If your brakes are not working, the estimate will include information about new 
brakes, which constitutes a new product for the vehicle that needs repair. 
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5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

7. Claims 9-13,17,27-31,39, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Li in view of "The car that called for help", (1/2000) 

For claims 9,17,27, Li discloses a method as claimed. Li discloses the steps of 
transmitting failure information (automotive information) to the server 10. Li also 
discloses the step of calculating an estimate as claimed. The estimate is then sent back 
to the terminal from the server as claimed. Li does not disclose that the information that 
is transmitted from the terminal to the server concerns equipment that is connected to 
the terminal. In Li the terminals is not in the car and are not connected to the car. In 
"The car that called for help" article, it is disclosed that vehicles contain computers that 



Application/Control Number: 09/921 ,569 Page 7 

Art Unit: 3629 

transmit fault information (concerning equipment in the vehicle) to a service center. 
This article teaches the desirability of having terminals in vehicles themselves to make 
the transmission of service information easier and more customer friendly. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to put the system of Li into a vehicle so that the system can monitor the vehicle for faults 
so that any service information can be transmitted to the service server as claimed, as 
is disclosed by the article. 

For claims 10,28, the calculation means is disclosed as determining a repair 
estimate as claimed. This takes into account any possible warranty that may be valid at 
the time. If the warranty covers the repair, then there is no cost to the customer, and if 
the warranty is no longer valid, a monetary repair estimate is calculated. 

For claim 1 1 ,29, the estimate includes dates of when to drop off and pick up, and 
this satisfies what has been claimed. 

For claim 12,30,39, not disclosed is the step of determining whether or not the 
estimate is "not more than a predetermined value". It is well known that in the event a 
vehicle is damaged and the money it would cost to repair that vehicle is more than the 
vehicle is worth, the vehicle is considered a total loss. If your vehicle needs $5000 of 
repairs and the value of the vehicle is only $1000, it does not make financial sense to 
repair the vehicle. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide the customer with information about a new/used 
vehicle for sale, in the event that the repair estimate is determined to have a value 
higher than the worth of the vehicle itself. This would be advantageous for both the 
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customer and service center because customer could potentially save money in repairs 
and the service center could sell the customer a vehicle. 

For claims 13,31 , applicant has recited that the estimate includes a URL. The 
scope of the language of this claim allows for the URL to be simply text, and because 
the method does not use the URL in any manner, the examiner has interpreted this 
limitation to be akin to printed matter and is not a patentably distinguishing feature. 

8. The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. "Reynolds and Reynolds Adds Wireless Capability in 

Networkcar", Sharood et al. (6453687), Cherrington et al. (6070155), Wilson et al. 
(6662091), Lightner et al. (6732031), and McGuire et al. (4404639). 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis Ruhl whose telephone number is 571-272-6808. 
The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on 571-272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




DENNIS RUHL 
PRIMARY EXAMINER 



